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Period for Reply. 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a}. In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication: 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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I )KI Responsive to comnnunication(s) filed on 30 September 2004 . 
2a)n This action is FINAL. 2b)|EI This action is non-final. 

3) \Z\ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 1-9 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1.121(d). 
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Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Information Disclosure Statement 

1 . The references listed in Applicant's information disclosure statement filed on 
1/28/05 is acknowledged and in compliance with 37 CFR 1.97 and 1.98. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. With regards to claim 1, the language "at all relative 
positions of the projection and the tooth" is vague. Please clarify. 

Claim Rejections - 35 (JSC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall.be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Linet (US 
2,634,501). Linet discloses a dental tool having a substantially planar base (See figure 
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5. part 23) capable of extending over adjacent teeth (See figure 10) and projection 
extending therefrom (See figure 3, part 17). 

aaim RejecUons - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. i 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-3, 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kochis (US 4,526,542) in view of Linet (2,634,501 ). Kochis discloses a dental tool 
having a substantially planar base (See figure 1 , part 41 ) and projection extending 
therefrom (See figure 2, part 31). Kochis fails to indicate that the base is capable of 
extending over adjacent teeth. Linet discloses a base capable of extending over 
adjacent teeth (See figure 10) in order to enable parallel gauge measurements (See col. 
1 , lines 43-55; col. 2, lines 20-24). Therefore it would be obvious to one of ordinary skill 
in the art to modify the tool of Kochis with the base of Caldwell in order to enable 
parallel gauge measurements (See col. 1, lines 43-55; coL 2, lines 20-24). Kochis 
further discloses that the projection extends less than 2 mm (See col. 2, lines 55-56). 
The tool includes a handle integral with the base (See figure 1, part 42). The language 
of claim 7 regarding marking instrument is refers to intended use, bearing little 
patentable weight on the claim. Kochis in view of Linet, further discloses a method using 
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the dental tool discussed above by placing the projection adjacent a tooth face (See 
Kochis figure 10; col. 2, lines 65-68; col. 3, lines 1-2) and. planar surface over immediate 
adjacent teeth (See Linet figure 10), moving the tool so the projection engages the tooth 
(See Kochis figure 10; col. 2, lines 65-68; col. 3, lines 1-2), and placing carbon between 
the projection and the tooth (See col. 3, lines 33-34; col. 2, lines 65-68; col. 3, lines 1-2). 

8. Claims 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kochis (US 4,526,542), in view of Linet (2,634,501), and further in view of Littleton (US 
3,006,01 1). Kochis, discussed above, fails to disclose a connecting means capable of 
allowing the handle to move relative to the base. Littleton discloses a handle with a 
universal joint (See col. 1, 12-16) in order to allow the base to be swiveled in all 
directions (See col. 2, lines 41-43). The language of claim 6 is analyzed as means plus 
function because it meets the 3-prong analysis: (1) the claim limitation must use the 
phrase "means for" or "step for"; (2) the "means for" or "step for" must be modified by 
functional language; and (3) the phrase "means for" or "step for" must not be modified 
by sufficient structure, material, or acts for achieving the specified function. (Supplement 
Examination Guidelines Regarding 35 U.S.C. 112, paragraph 6 (65 Federal Register 
38510 June 21, 2000)). The disclosed connecting means, universal joint, is an 
equivalent of the Applicant's universal joint because the prior art element is a structural 
equivalent of the corresponding elemient disclosed in the specification. In re Bond, 910 
F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). Littleton is considered analogous art since 
it reasonably pertains to the problem in which Applicant is interested, facilitate 
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manipulation a dental tool. Therefore it would be obvious to one of ordinary skill in the 
art to modify the tool of Kochis in view of Linet with the joint of Littleton in order to 
facilitate positioning of the base (See col. 2, lines 41-43). Littleton also teaches a means 
for removable connecting the base and handle (See col. 3, lines 1-3). The language of 
claim 8 is analyzed as means plus function. The disclosed removable connecting 
, means, removal of the swivel element from the base socket, is an equivalent of the 
Applicant's slidablely removable flange, since a person of ordinary skill in the art would 
have recognized the interchangeability of the element shown in the prior art for the 
corresponding element disclosed in the specification. Caterpillar Inc. v. Deere & Co., 
224 F.3d 1374, 56 USPQ2d 1305 (Fed. Cir. 2000). In both instances, the joint performs 
the same function, detaching the base from the handle for siniilar purposes, cleaning 
and disposal. 

* 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

4 

A. US 2,224,264 (Jeanneret) discloses a dental cutting tool having a base and 
^projection. 

B. US 3,01 1 ,256 (Baum) discloses a dental cutting tool having a base and 
projection. 
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C. US 5,779,476 (Roetzer) disclose a dental abrading tool having a base and 
projection. 

D. US 6,390,814 (Gardiner) discloses a dental cutting tool having a base and 
projection. 

E. US 4,177,565 (Heasley) discloses a dental cutting tool having a base and 
projection. 

F. US 4,738,621 (Lowder) discloses a dental cutting tool having a base and 
projection. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Grace SC Doe whose telephone number is (571) 272- 
2831 . The examiner can normally be reached on 8:00am - 6:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin P. Shaver can be reached on (571) 272-4720. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
. Information regarding the status of an application may be obtained from the 



Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 



you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 




Examiner 
Art Unit 3732 
(571)272-2831 




John J. Wilson 
Primary Examiner 



